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DETAILED ACTION 

Response to Amendment 

Applicant's Amendment filed on March 17, 2008 is acknowledged. 

Rejection is maintained as it was set forth in previous Office action mailed on December 

17, 2007. 



Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

1. Claims 1-2 and 6-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Uno ( EP 1 202 122) in view of Kajimaru ( US 2002/0061959 - now US Patent 
6,818,699). 

Regarding Claim 1 Uno discloses aqueous polyester resin dispersion 
composition comprising, polyester resin particles in the amount of 50 % by mass ( see 
line 53, page 11), having carboxyl groups in the amount corresponding to acid value of 
5 - 100 mg KOH/g ( see [0017] ,page 3) and average molecular weight from 10,000 to 
500,000 ( see [0015]), basic compound( see abstract) and water, in the amount more 
than 10 % by mass. Composition contains polyester particles with particle size in a 
range from 100 nm to 10 micron( see [0052],page 7). Composition does not contain 
surfactant. 
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Uno use anhydride in order to depolymerise polyester and introduce specific 
amount of carboxyl groups ( specific acid value) to the polyester( see [0080], page 9), 
but silent about use of specific anhydride as a trimellitic anhydride for this purpose. 

However, Kajimaru "959" teach that trimellitic anhydride one of the preferable 
components for the depolymerization of polyester, " from a viewpoint of an easiness 
for controlling an acid value and a weight average molecular weight". 

Therefore, it would have been obvious to one of ordinary skill in the art to use 
trimellitic anhydride for obtaining polyester with specific properties as acid value and 
molecular weight per teaching of Kajimaru "959" per method disclosed by Uno. 

Note, that new limitation of Claim 1 as " wherein when the polyester resin 
aqueous dispersion is prepared by phase-inversion emulsification" does not change 
scope of Claiml, because claim language does not required that emulsion must be 
prepared by phase-inversion emulsification. 

Regarding limitation of Claim 1: 

" wherein when the polyester resin aqueous dispersion is applied on a tin-free steel 
plate of 0.19 mm in thickness by using a desk-top coater and heated in an oven at 
200°C for 3 minutes to yield a resin film of 3 pan in thickness on the steel plate, the 
resultant resin film exhibits processability of 0T, 1T or 21, in which the steel plate 
obtained is bent together with a stack of several steel plates having the same thickness 
in a pressing machine in such a manner that the resin film become outside the bent 
plates to examine visually the presence of creeks in the bent area of the resin film, and 
the minimum plate number n at which the crack is not generated is determined and 
used as an indicator of processability and designated as nT" - 

As substantially same, polyester resin disclosed by Uno in view of Kajimaru will 
have same properties, including ability to form film with properties claimed by 
Applicant's at specified conditions of Claim 1 . 
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Regarding Claims 6 and 10 Uno discloses that polyester resin can be prepared 
by polymerization of polybasic acid [0021], wherein polybasic acid can be tri- or four- 
functional [0022] and/or aromatic, including for example, isophtalic acid [0026] or 
trimellitic acid[0034] and variety of glycols, including for example, ethylene glycol [0034]. 

Regarding Claim 6 see Kajimaru [0021]. 

Regarding Claims 7 and 8 Kajimaru discloses production process of obtaining 
aqueous dispersion of polyester resin( see [0060] - [0066]), wherein resin mixed with 
organic solvent and basic compound in water at preferable temperature less than 40°C 
with following step of removing organic solvent( see [0067]). 

Regarding limitation of Claim 9: amount of basic compound(see[0050]) disclosed 
by Kajimaru as 0.2 to 2 times more than equivalent amount of the carboxyl group 
satisfies value of F in formula (1). 

Regarding Claim 10 -see Kajimaru [0022], [0023], [0024], [0026] and [0027]. 

Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Claims 1-2 and 6 -10 are rejected under 35 U.S.C. 102(b)) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Kajimaru( US 2002/0061959 
- now US Patent 6,818,699). 

Regarding Claims 1 and 2 Kajimaru discloses ( see abstract) aqueous polyester 
resin dispersion composition comprising, polyester resin particles in the amount from 1- 
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60 % by mass ( see [0047], page 4), with preferable range of acid value of 8 to 25 mg 
KOH/g - (note, that reference also discloses that acid value can be less than 8 mg - 
see [0032], page 3) and average molecular weight more than 9000, preferably 14000 ( 
see [0033]) , basic compound( see abstract) and water, in the amount more than 10 % 
by mass ( see Table 2). 

Kajimaru "959" discloses that trimellitic anhydride one of the preferable 
components for the depolymerization of polyester, " from a viewpoint of an easiness 
for controlling an acid value and a weight average molecular weight". 

Composition contains polyester particles with particle size less than 400 nm( see 
Table 3). Composition does not contain surfactant. 

Note, that new limitation of Claim 1 as " wherein when the polyester resin 
aqueous dispersion is prepared by phase-inversion emulsification" does not change 
scope of Claiml , because claim language does not required that emulsion must be 
prepared by phase-inversion emulsification 



Regarding limitation of Claim 1 as : 

" wherein when the polyester resin aqueous dispersion is applied on a tin-free steel 
plate of 0.19 mm in thickness by using a desk-top coater and heated in an oven at 
200°C for 3 minutes to yield a resin film of 3 pan in thickness on the steel plate, the 
resultant resin film exhibits processability of 0T, 1T or 2T, in which the steel plate 
obtained is bent together with a stack of several steel plates having the same thickness 
in a pressing machine in such a manner that the resin film become outside the bent 
plates to examine visually the presence of creeks in the bent area of the resin film, and 
the minimum plate number n at which the crack is not generated is determined and 
used as an indicator of processability and designated as nT" - 
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As substantially same, polyester resin disclosed by Kajimaru will inherently have 
same properties, including ability to form film with properties claimed by Applicant's at 
specified conditions. 

Regarding Claim 5 see [0023]. 

Regarding Claim 6 see [0021]. 

Regarding Claims 7 and 8 Kajimaru discloses production process of obtaining 
aqueous dispersion of polyester resin( see [0060] - [0066]), wherein resin mixed with 
organic solvent and basic compound in water at preferable temperature less than 40°C 
with following step of removing organic solvent( see [0067]). 

Regarding limitation of Claim 9: amount of basic compound(see[0050]) disclosed 
by Kajimaru as 0.2 to 2 times more than equivalent amount of the carboxyl group 
satisfies value of F in formula (1). 

Regarding Claim 10 -see [0022], [0023], [0024], [0026] and [0027]. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 1-2 and 6-10 rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-6 of U.S. Patent No. US 
6,81 8,699 and in view of Uno( EP 1 202 1 22). 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other because( as it shown in paragraph 2 above ) Applicant's claimed 
subject mater is anticipated or obvious modification of claims 1-6 and 10 of U.S. Patent 
No. US 6,818,699. 

Claims 1-6 of U.S. Patent No. 6,818,699 drawn to polyester aqueous dispersion 
and method of producing this dispersion, using same chemical compounds. The 
difference is in acid value of polyester resin, particularly in range below 8 mg/KOH. 
However, Uno teach that substantially same polyester with range of acid value about 5 
mg/KOH can improve stability of the polyester resin in dispersion (see [0017]). 

Therefore, it would be obvious to modify claim 1 of U.S. Patent No. 6,818,699 
and claim range of acid values below 8 mg/KOH and use of specific anhydride as 
trimellitic anhydride as it was explained in paragraph 1 or 2 above. 
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Response to Arguments 

4. Applicant's arguments filed on March 17, 2008 related to Claims 1-2 and 6-10 
rejected under 35 U.S.C. 103(a) as being unpatentable over Uno ( EP 1 202 122) in 
view of Kajimaru ( US 2002/0061 959 - now US Patent 6,81 8,699) have been fully 
considered but they are not persuasive for following reasons: 

a) It is noted, that Applicant considered this rejection as anticipatory rejection 
under 1 02(b) - see page 6 of Arguments, instead of obvious type of rejection under 
103(a) as it stated in Office action mailed on December 17,2007. 

b) Applicant's arguments based on alleged deficiency of Uno rather than 
combination of Uno in view of Kajimaru. 

For this reason arguments found not persuasive, because " arguments against 
the references individually, one cannot show nonobviousness by attacking references 
individually where the rejections are based on combinations of references. See In re 
Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 
231 USPQ 375 (Fed. Cir. 1986). 

5. Applicant's arguments filed on March 17,2008 related to Claims 1-2 and 6-10 

rejected under 35 U.S.C. 102(b)) as anticipated by or, in the alternative, under 35 
U.S.C. 103(a) as obvious over Kajimaru( US 2002/0061959 - now US Patent 
6,818,699) and ODP rejection have been fully considered but they are not persuasive 
for the following reasons: 
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a) Kajimaru 959" does disclose acid value in a range below 8 mg ( see lines 10 - 
15,column 5 ) as it was stated above- see paragraph 2. Note, that one of ordinary skill 
in the art would not have considered the disclosures of the references to be limited to 
their preferred embodiments or working examples - see Merc, 874 F.2d at 

807,1 OUSPQ 2d at 1846. 

b) Note that according to Applicant's arguments difference in production methods of 
polyester resin aqueous dispersion in the order of adding (or mixing ) of same 
compounds. 

However, " the order of procedure in mixing ingredients" with out record, that 
"indicated that particular order of steps ...results differing in any way from those which 
would be brought about if another order of steps were followed " was not hold 
inventive as it was stated in In re Hampel ( 74 USPQ 1 71 ,June 1 7,1 947, 1 62 F2d 
483). 

So far Applicant fail to show that claimed order of mixing ( see Claims 7 and 8) 
produced result different from cited reference. 



Conclusion 

THIS ACTION IS MADE FINAL. 

Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GENNADIY MESH whose telephone number is 
(571 )272-2901 . The examiner can normally be reached on 1 0 a.m - 6 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272 1119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Gennadiy Mesh 
Examiner 
Art Unit 1796 

/GIW 

/James J. Seidleck/ 

Supervisory Patent Examiner, Art Unit 1796 



